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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 9-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Re claims 9-20, claims 9-20 still fails to fall within a statutory category of 
invention. It is directed to a programmed functionality of a system or computer program 
product, not a process occurring as a result of executing the program, a machine 
programmed to operate in accordance with the program nor a manufacture structurally 
and functionally interconnected with the program in a manner which enables the 
program to act as a computer component and realize its functionality. It is also clearly 
not directed to a composition of matter. Therefore, it's non-statutory under 32 USC 101 . 
Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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4. Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by Sylor et 
al. (20020186238). 

Re claim 1 , Sylor et al. discloses a method in a data processing system for 
managing display of a new document, the method comprising data processing system 
implemented steps of: 

Displaying, in response to receiving a user input indicating that the new 
document is to be displayed, a list of browser windows including an indication of a 
presently displayed document in each respective browser window in the list of browser 
windows (see paragraph 0152 and 0177, title bar for example); and 

Replacing, in response to a user selection of a browser window from the list of 
browser windows, a document displayed in the browser window with the new document 
(see paragraph 0177 and figure 6B for example). 

Re claim 2, Sylor et al. discloses a method further comprising: promoting the 
browser window to a top of a window hierarchy (see paragraph 01 77 and 0152 for 
example). 

Re claim 3, Sylor et al. discloses a method, wherein the indication is a 
document name from a title bar (see paragraph 0101 for example). 

Re claim 4, Sylor et al. discloses a method, wherein the indication is a 
thumbnail of the document (see paragraph 0102 for example). 

Re claim 5, Sylor et al. discloses a method, wherein the list of browser windows, 
including the indication of the presently displayed document in each respective browser 
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window in the list of browser windows (recent lists, see paragraph 0152 for example), is 
displayed in a pop-up menu (see paragraph 0152, 0177 and figure 6b for example). 

Re claim 6, Sylor et al. discloses a method, wherein the receiving step and the 
replacing step are performed by a Web browser (see paragraph 0152, 0177 and figure 
6b for example). 

Re claim 7, Sylor et al. discloses a method, wherein the new document is 
selected from one of a Web page, an image, or a spreadsheet (see paragraph 0152, 
0177 and figure 6b for example). 

Re claim 8, Sylor et al. discloses a method, wherein the user input is received in 
a currently active browser window (see paragraph 0152, 0177 and figure 6b for 
example). 

Re claim 9, Sylor et al. discloses a data processing system for managing 
display of a new document, the data processing system comprising: 

displaying means, responsive to receiving a user input indicating that the new 
document is to be displayed, for displaying on a display of the data processing system a 
list of browser windows including an indication of a presently displayed document in 
each respective browser window in the list of browser windows; and 

replacing means, responsive to a user selection of a browser window from the 
list of browser windows, for replacing a document displayed in the browser window with 
the new document (see paragraph 0152, 0177 and figure 6b for example). 
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Re claim 10, Sylor et al. discloses a data processing system further comprising: 
promoting means for promoting the browser window to a top of a window hierarchy (see 
paragraph 0152, 0177 and figure 6b for example). 

Re claim 1 1 , Sylor et al. discloses a data processing system, wherein the 
indication is a document name from a title bar (see paragraph 0152, 0177 and figure 6b 
for example). 

Re claim 12, Sylor et al. discloses a data processing system, wherein the 
indication is a thumbnail of the document (see paragraph 0152, 0177 and figure 6b for 
example). 

Re claim 13, Sylor et al. discloses a data processing system, wherein the list of 
browser windows, including the indication of the presently displayed document in each 
respective browser window in the list of browser windows (recent list, see paragraph 
0152 for example), is displayed in a pop-up menu (see paragraph 0152, 0177 and figure 
6b for example). 

Re claim 14, Sylor et al. discloses a data processing system, wherein the 
receiving means and the replacing means are performed by a Web browser (see 
paragraph 0152, 0177 and figure 6b for example). 

Re claim 15, Sylor et al. discloses a computer program product comprising: 
first instructions, responsive to receiving a user input indicating that the new 
document is to be displayed, for displaying a list of browser windows including an 
indication of a presently displayed document in each respective browser window in the 
list of browser windows(see figure 6b with 51 9 for example); and 



Application/Control Number: 10/728,160 Page 6 

Art Unit: 2174 

second instructions, responsive to a user selection of a browser window from 
the list of browser windows, for replacing a document displayed in the browser window 
with the new document (see figure 6b with 518 for example). 

Re claim 16, Sylor et al. discloses a computer program product further 
comprising: third instructions for promoting the browser window to a top of a window 
hierarchy (see paragraph 0152, 0177 for example). 

Re claim 17, Sylor et al. discloses a computer program product, wherein the 
indication is a document name from a title bar (see paragraph 0101 for example). 

Re claim 18, Sylor et al. discloses a computer program product, wherein the 
indication is a thumbnail of the document (see paragraph 0102 for example). 

Re claim 19, Sylor et al. discloses a computer program product, wherein the list 
of browser windows, including the indication of the presently displayed document in 
each respective browser window in the list of browser windows (recent list, see 
paragraph 0152 for example), is displayed in a pop-up menu (see paragraph 0152, 
0177 and figure 6b for example). 

Re claim 20, Sylor et al. discloses a computer program product, wherein the 
first instructions and the second instructions are performed by a Web browser (see 
paragraph 0152, 0177 for example). 

Re claim 21 , Sylor et al. discloses a data processing system comprising: 

a bus system (with 635 for example); 

a memory (with 634 for example) connected to the bus system, wherein the 
memory includes a set of instructions; and 
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a processing unit connected to tlie bus system, wlierein tlie processing unit 
executes the set of instructions to receive a user input indicating tliat a new document is 
to be displayed, wlierein a list of browser windows is displayed including an indication of 
a presently displayed document in each respective browser window in the list of 
browser windows; and replace a document displayed in the browser window with the 
new document in response to a user selection of a browser window from the list of 
browser windows(see paragraph 0152, 0177 and figure 6b for example).' 

Response to Arguments 
5. Applicant's arguments filed 10/24/07 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments that 101 requirements are met, examiner 
disagrees in regards to claims 9-20. These claims are directed to a program itself, not 
a process occurring as a result of executing the program, a machine programmed to 
operate in accordance with the program nor a manufacture structurally and functionally 
interconnected with the program in a manner which enables the program to act as a 
computer component and realize its functionality. It is also clearly not directed to a 
composition of matter. 

In response to applicant's arguments that the prior art does not teach the list of 
browser windows (recent list) displayed responsive to receiving a user Input indicating 
that a new document is to be displayed and that "recent list" is not a list of browser 
windows, examiner disagrees. First, the applicant's inventions meaning of "new" seems 
to refer to a document that is different from the current document (and including the 
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current document) in their step of selecting "new document". Second, user's selection 
of a drop down window is a user input. Third, as seen in figure 6B, there drop down 
menu displays first to last "recent list" of items. Further, paragraph 0152 teaches that 
selecting logical hierarchy opens item in a new display window. 

In response to applicant's arguments that the recent list does not include any 
indication of a presently displayed document, however, examiner points out that most 
likely the presently displayed document is the "last recent list item" or at least the 
indication of the presently displayed document is shown by delete item, which is 
indicating the reference to the presently displayed document. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jinhee J. Lee whose telephone number is 571-272- 
1977. The examiner can normally be reached on M-F at 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-2100 ext. 74. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jinhee J Lee/ 

Primary Examiner, Art Unit 2174 
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